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Patent Appeal Lessons From Fed. Circ. Remote En Banc Args

By Katherine Helm, Jacob Porter and Jeffrey Edwards
(March 22, 2021, 3:05 PM EDT)

En banc review at the U.S. Court of Appeals for the Federal Circuit is a rare practice
indeed. The full court has not sat to hear or rehear a patent case during the COVID-
19 pandemic, and it has not granted any petitions for rehearing en banc so far in
2021.[1]

The Federal Circuit has, however, sat remotely en banc for two cases in the past
year — both of which have been veterans' cases.[2]
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While patent cases account for approximately 60% of the Federal Circuit's docket,
veterans' cases have accounted for the vast majority — five out of six — of en banc
cases over the past two years.[3] Much can be learned from these en banc cases by
all Federal Circuit practitioners.

We dive into these cases in unique detail. While there has been significant
coverage of the many high-profile en banc denials, there has been less focus on
these two en banc arguments and the one en banc opinion that issued in 2020.

All patent practitioners will find these two cases interesting teaching tools, as they
provide insight into how the court might handle aspects of remote en banc review
in a patent case, during the pandemic and possibly further into the future.
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Federal Circuit En Banc Remote Oral Arguments

Pre-pandemic, Federal Circuit in-person en banc oral arguments were open, free-
form affairs. By statute, the en banc court consists of all circuit judges in regular
active service, who are not recused or disqualified, as well as any senior circuit
judge who participated in the panel decision and elects to sit with the full court.[4]

In practice, en banc oral arguments typically involved the full panoply of eligible
judges regularly jumping in to ask questions in any order, engaging counsel or their
colleagues. Some observers called the practice unwieldy, and members of the
court itself refer to such practice as often being a "waste of time."[5]
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On May 18, 2020, the Federal Circuit ordered all oral arguments be conducted telephonically until
further notice.[6] This order remains in force, and in February 2021, the court extended its courthouse
closure at least until the end of March, with oral arguments being provided via live audio streaming via
the court's new YouTube channel, at least through the end of April and until the courthouse reopens.[7]

Given these orders, and amid the continuing uncertainty about the COVID-19 vaccine rollout and
courthouse reopening, it is likely that any forthcoming en banc oral arguments in patent cases would
follow the procedures followed in the arguments in NOVA v. Secretary of Veterans Affairs in October
2020 and Arellano v. McDonough in February 2021. The structure, sequence and denouement of these
arguments is worthy of analysis for all Federal Circuit practitioners.

These oral arguments were notable both in their length and their organization. First, in both cases, the
argument of each side ran for an hour. This is about twice the default 30 minutes per side the court
normally allots for in-person en banc argument.[8] Second, in contrast to the free-for-all nature of the
pre-pandemic, in-person en banc arguments, the court in these two cases imposed a more structured,
turn-taking procedure for the parties and court.[9]

The Federal Circuit's remote oral argument structure is somewhat like that adopted by the U.S. Supreme
Court for remote oral arguments. In both instances, and in contrast to many other district and appellate
courts, the remote arguments are conducted telephonically, with audio only and no video.

At the Supreme Court, the parties are given scant argument time before the judges begin asking
guestions in a structured fashion, in turn in order of seniority, starting with the chief justice.

So too here, the Federal Circuit court procedure began with parties begin with two or three —
ostensibly uninterrupted, but pragmatically not so — minutes of argument, followed by at least one
round of questioning by the court in order of seniority, starting with Chief U.S. Circuit Judge Sharon
Prost, and with the petitioner having an opportunity for rebuttal at the end.[10]

The en banc cases argued recently are detailed below.
NOVA v. Secretary of Veterans Affairs

The en banc argument in NOVA was held on Oct. 8, 2020. U.S. Circuit Judge Kimberly Moore did not
participate.[11] The argument was bifurcated into jurisdictional and substantive parts.

In the first portion, addressing jurisdictional standing, each party had ten minutes total to argue,
including two interrupted minutes to start, after which three members of the court — U.S. Circuit Judges
Timothy Dyk, Richard Taranto and Raymond Chen — were invited to ask questions, in order of seniority.

Judges Dyk, Taranto and Chen did not represent the original panel — the case was taken up en banc
without a prior panel opinion — but rather were selected as the sole judges in Part | of NOVA to address
the standing issue. Any member of the en banc court was invited to ask questions during the petitioner's
two-minute jurisdictional rebuttal.

In the second, substantive, argument phase, each party had 55 minutes for its case-in-chief: three
uninterrupted minutes of argument, followed by two rounds of questioning by the entire en banc court
in order of seniority — three minutes for each judge's question and answer and one minute in the
second round.



Members of the court passed their turn when they did not have additional questions. Any judge was
able to ask questions during the petitioner's rebuttal. The time allocations are shown below.

U.S. Court of Appeals For the Federal Circuit
(October 8, 2020)
En Banc Oral Argument
2020-1321 - NOVA v. Secretary of Veterans Affairs
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The full court issued its en banc opinion on Dec. 8, 2020, overruling the VA's rulemaking, and holding
that Congress' six-year limitations period governed the applicable appeal provision — extending the
appeal period from 60 days to six years.



Arellano v. McDonough

En banc oral argument in the second case, Arellano v. McDonough, was held on Feb. 4, 2021. There was
no threshold standing issue. The court proceeded similarly to the NOVA substantive argument.

After three minutes of uninterrupted principal argument by each side, the full en banc court engaged in
two rounds of questions by order of seniority, as in the substantive portion of NOVA. Each member of
the en banc court was given an opportunity to ask additional questions during the appellant's eight
minutes of reserved time for rebuttal. The time allocations are shown below.

U.S. Court of Appeals For the Federal Circuit
(February 4, 2021)
En Banc Oral Argument

2020-1073 - Arellano v. McDonough
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The Future of Federal Circuit En Banc Review

The Federal Circuit denies the vast majority of petitions for rehearing en banc.[12] The concurrence of a
majority of active, regular judges, i.e., seven, is required to conduct an en banc argument. During Judge
Prost's tenure as chief, the Federal Circuit sat en banc less frequently and issued notably fewer en banc
opinions than in previous years.[13]

In the recent pre-pandemic years of 2018 and 2019, the Federal Circuit issued five en banc opinions,
three in patent cases and two in veterans' cases.[14] The court has not granted a single request for en
banc rehearing in a patent case since 2018.[15]

Despite the low grant rate of such petitions, en banc review remains an important practice before the
Federal Circuit. The Supreme Court's low rate of grants of certiorari amplifies the importance of Federal
Circuit en banc review as the last practical opportunity for review of a patent or any other holding with



precedential status within the Federal Circuit's subject matter jurisdiction.

Accordingly, losing parties can and will likely continue to seek en banc hearing, rehearing or
reconsideration given the stakes involved.

Even where en banc rehearing is denied, reports "confirm the conventional wisdom that a dissent from
denial of en banc rehearing increases the likelihood that a case will get the attention of the [Supreme
Court] Justices and their clerks."[16] Between Jan. 1, 2015, and Aug. 12, 2020, there were 33 "denials of
en banc rehearing that drew at least one noted dissent."[17]

Some reports suggest that the rate of these dissents from denials of rehearing en banc may be
increasing in patent cases and speculate that grants of en banc review may increase in 2021 with Judge
Moore's upcoming ascension to chief judge.[18]

Given the overall importance of en banc review by the only patent appellate court in the country, we
encourage all interested practitioners to visit the court's website and listen to at least a portion of the
recent telephonic en banc oral arguments in the NOVA and Arellano veterans cases.[19]

Much can be gleaned from the cadence of the arguments, to assist patent practitioners in learning the
subtle art of how to approach en banc oral arguments in the current remote environment in which we
find ourselves for the indefinite future.

Katherine A. Helm, Ph.D., is a partner, and Jacob R. Porter and Jeffrey S. Edwards are associates,
at Dechert LLP.

The opinions expressed are those of the author(s) and do not necessarily reflect the views of the firm, its
clients, or Portfolio Media Inc., or any of its or their respective affiliates. This article is for general
information purposes and is not intended to be and should not be taken as legal advice
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